AMENDMENT UNDER 37 C.F.R. § 1.111 
U.S. Application No.: 10/681,354 



Attorney Docket No.: Q77902 



REMARKS 

Claims 1-89 are all the claims pending in the application. 
Claims 1-65 have been allowed. 

Applicant has amended claim 66 to further clarify the claimed invention. Support for this 
amendment may be found on at least page 13, lines 4-5 and at page 18, lines 5-7 (which 
correspond to the passages reported at col. 7, lines 7-8 and col. 9, lines 25-27 of the patent as 
granted) and in figure 3 of the application as originally filed. 

Applicant notes that the Office Action refers to the inventor as "Piero GRETTI." 
However, as shown in the declaration and issued patent, his name is "Piero CRETTl." The 
Examiner is requested to correct the record to reflect the correct spelling. 

Recapture Rejections 

The Examiner has rejected claims 66-89 imder 35 U.S.C. § 251 as impermissibly 
recapturing surrendered subject matter. Applicant traverses these rejections. 

With respect to claims 66-74, the Examiner argues that these claims must have the "first 
stretched mesh" limitation that is contained in claim 1 because the Applicant previously argued 
that this limitation made claim 1 allowable. However, the Examiner's comparison to claim 1 is 
misplaced. Claims 66-74 should be viewed in connection with claim 27-41 [claims 70-84 in the 
original application] and not claim 1 . As shown below, allowed claim 27 does not contain the 
"stretched mesh" limitation. 
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27. A self-supporting construction 
element of expanded plastics, comprising: 

a) a central body, substantially 
parallelepipedic in shape, provided with 
opposite faces; 

b) a plurality of reinforcing section 
bars transversely extending across the central 
body between said opposite faces embedded 
in the expanded plastics; the reinforcing 
section bars being substantially Z-shaped 
and arranged in mirror image relationship 
about a longitudinal plane of symmetry of 
the construction element and comprvsing a 
central portion and a pair of respectively 
lower and upper fins extending 
perpendicularly in opposite directions from 
the ends of the central portion; at least one of 
said lower and upper fms lying flush with 
and substantially parallel to at least one of 
said opposite faces of the construction 
element; and 

c) a sheet-like member for supporting 
at least one layer of a suitable covering 
material associated to said at least one fm 
lying flush with and substantially parallel to 
at least one of the faces of said construction 
element. 



66. A self-supporting construction 
element of expanded plastics, comprising: 

a) a central body, substantially 
parallelepipedic in shape, provided with opposite 
faces and uncovered opposite lateral sides 
exposing said expanded plastics; 

b) a plurality of reinforcing section bars 
transversely extending across the central body 
between said opposite faces and embedded in the 
expanded plastics between said opposite lateral 
sides so as to leave said opposite lateral sides 
uncovered; the reinforcing section bars being 
provided with a substantially Z-shape and 
arranged in mirror image relationship about a 
longitudinal plane of symmetry of the 
construction element and comprising a central 
portion and a pair of respectively lower and 
upper fins extending perpendicularly in opposite 
directions from the ends of the central portion; at 
least one of said lower and upper fins lying flush 
with and substantially parallel to at least one of 
said opposite faces of the construction element, 
and 

c) a rigid covering element associated to said at 
least one fm lying flush with and substantially 
parallel to at least one of said opposite faces of 
the construction element. 



In addition, in the March 1, 2000 Amendment, Applicant argued that claims 27-41 [70- 
84] were different from the prior art because "none of the applied prior art references teaches or 
suggest reinforcing central bars which are substantially Z-shaped and arranged in mirror-image 
relationship about a longitudinal plane of synmietry of the construction element and comprising 
a central portion and a pair of fms extending perpendicularly in opposite directions from the ends 
of the central portion" thereby enhancing the strength of the construction element as presented on 
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page 14, lines 28-32 of the subject specification." Therefore, these claims are not impermissibly 
recapturing surrendered subject matter. 

With respect to claims 75-83, the Examiner argues that these claims must have the 
"means for anchoring the sheet-like member to the concrete casting." A comparison of the 
allowed claim 42 [original claim 85] to new claim 75 is shown below. 



42. A construction assembly comprising: 
a plurality of element of expanded 

plastics arranged side-by-side, said element 

including: 

a) a central body, substantially 
parallelepipedic in shape, provided with opposite 
upper and lower faces and with opposite lateral 
sides; 

b) at least one reinforcing section bar 
transversely extending across the central body 
between said upper and lower faces and 
embedded in the expanded plastics; 

c) a sheet-like member for supporting at 
least one layer of a suitable covering material, 
said sheet-like member being associated to a fin 
of said reinforcing section bar lying flush with 
and substantially parallel to at least one of the 
faces of said construction element; 

a concrete casting housed in a cavity 
defined between said opposite lateral sides of 
adjacent element of said plurality of elements of 
expanded plastics; and 

means for stably anchoring the sheet- 
like member to said concrete casting. 



75. A construction assembly 
comprising: 

- a plurality of elements of expanded 
plastics arranged side-by-side, said elements 
including: 

a) a central body, substantially 
parallelepipedic in shape, provided with 
opposite upper and lower faces and with 
opposite lateral sides; 

b) at least one reinforcing section bar 
transversely extending across the central 
body between said upper and lower faces and 
embedded in the expanded plastics; 

c) a rigid covering element 
associated to a fin of said reinforcing section 
bar lying flush with and substantially parallel 
to at least one of the faces of said wall 
elements; and 

- a concrete casting housed in a cavity 
defined between said opposite lateral sides of 
adjacent elements of said plurality of 
elements of expanded plastics and over the 
central body thereof; and 

- means for stably anchoring the rigid 
covering element to said concrete casting. 



In the March 1, 2000 Amendment, Applicant argued that claims 42-54 [85-97] were 
different fi-om the prior art because "none of the applied prior art references teaches or suggest 
the means for anchoring the sheet-like member to the concrete casting" (emphasis added) 
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thereby further improving the fire-resistant properties. As shown above, the limitation "means 
for stably anchoring" which was used to argue patentability is still present in current claim 75. 
The only difference being related to the fact that what is stably anchored to the concrete casting 
is now a rigid covering element instead of a "sheet like member for supporting at least one layer 
of a suitable covering material."- 

Applicant also notes that in view of the definition of the term "lath" given in the original 
specification (see page 3, lines 14-19 which correspond to col. 2, lines 20-25 of the patent as 
granted) and of the disclosure given at page 18, lines 20-31 and page 21, lines 1-3 in 
combination with figure 4, the rigid covering element can be considered a species of the genus 
"sheet-like member" since the claimed rigid covering element is still adapted to support a 
suitable covering material such as a layer of plaster. This interpretation is in line with that 
adopted by the Examiner in the Office Action dated March 1, 2000, where the Examiner argued 
in the last paragraph of page 5 of the Action that one of the sheet-like members (either 14 or 16) 
of Mathews (US Pat. No. 3,313,073) is considered to also be a "rigid covering element". 

In view of the above, claim 75 may also be interpreted to have a scope which is narrower 
than or at best equal to that of granted claim 42, as far as this aspect is concerned. 

With respect to claims 84-89, the Examiner argues that these claims must have the 
"means for anchoring the sheet-like member to the concrete casting." A comparison of the 
allowed claim 55 [original claim 98] to new claim 75 is shown below. 

- This was exactly the purpose of the re-issue application, which seeks to encompass within the scope of 
the claims a fully disclosed rigid covering element instead of a "sheet like member" (see the Reissue 
Application Declaration). 
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55. A construction assembly for 
erecting bearing and partition walls in a building 
comprising: 

a plurality of wall elements of expanded 
plastics arranged side-by-side, said elements 
including: 

a) a central body, substantially 
parallelepipedic in shape, provided with opposite 
upper and lower faces and with opposite lateral 
sides and with at least one cavity; 

b) at least one reinforcing section bar 
transversely extending across the central body 
between said upper and lower faces and 
embedded in the expanded plastics; 

c) a sheet-like member for supporting at 
least one layer of a suitable covering material, 
said sheet-like member being associated to a fin 
of said reinforcing section bar lying flush with 
and substantially parallel to at least one of the 
faces of said wall elements; and 

a concrete casting housed in the at least 
one cavity defined within the central body of 
said wall elements and between opposite lateral 
sides of adjacent elements of said plurality of 
wall elements of expanded plastics. 



84. A construction assembly for 
erecting bearing and partition walls in a 
building comprising: 

- a plurality of wall elements of 
expanded plastics arranged side-by-side, said 
elements including: 

a) a central body, substantially 
parallelepipedic in shape, provided with 
opposite upper and lower faces and with 
opposite lateral sides and with at least one 
cavity; 

b) at least one reinforcing section bar 
transversely extending across the central 
body between said upper and lower faces and 
embedded in the expanded plastics; 

c) a rigid covering element 
associated to a fin of said reinforcing section 
bar lying flush with and substantially parallel 
to at least one of the faces of said wall 
elements; and 

- a concrete casting housed in the at least 
one cavity defined within the central body of 
said wall elements and between opposite 
lateral sides of adjacent elements of said 
plurality of wall elements of expanded 
plastics. 



In the March 1, 2000 Amendment, Applicant argued that claims 55-65 [98-109-] were 
different from the prior art because "none of the applied prior art references teaches or suggest a 
reinforced section bar and a concrete casing [sic] housed in a cavity defined within a central 
body of wall elements and between opposite lateral sides of adjacent elements of a plurality of 
wall elements" (emphasis added) thereby enhancing the structural and the fire-resistant 



- The response dated March 1, 2000 includes a clear clerical error in referring these limitations to claims 
85-97 in the first line of the last paragraph, since the discussion was clearly to be referred to claims 98- 
109 which actually included the aforementioned limitations. 
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properties. As shown above, the limitations reinforced section bar and concrete casting, which 
were used to argue patentability, are still present in current claim 84 the only difference being 
related to the fact that what is associated to the at least one fin of the reinforcing section bars is 
now a rigid covering element instead of a "sheet like member for supporting at least one layer of 
a suitable covering material."- 

Furthermore, as outlined above, the rigid covering element can be considered a species of 
the genus "sheet-like member" since the claimed rigid covering element is still adapted to 
support a suitable covering material such as a layer of plaster. Therefore, claim 84 may also be 
interpreted to have a scope which is narrower than or at best equal to that of granted claim 55, as 
far as this aspect is concerned. 

Prior Art Rejections 

The Examiner has rejected claims 66-74 under 35 U.S.C. § 103(a) as being unpatentable 

over Harrington (U.S. Patent No. 5,245,809) in view of Betz (U.S. Patent No. 3,484,33 1) and/or 

Greene (U.S. Pat. No. 2,902,854) and/or Jungbluth (U.S. Pat. No. 4,206,267). Applicant 

traverses these rejections because the cited references fail to disclose or suggest all of the claim 

limitations. Specifically, regarding claim 66, at least the following limitations are not disclosed: 

a) a central body, substantially parallelepipedic in shape, provided with 
opposite faces and uncovered opposite lateral sides exposing said expanded 
plastics; 



- This was exactly the purpose of the re-issue application, which seeks to encompass within the scope of 
the claims a fully disclosed rigid covering element instead of a "sheet like member" (see the Reissue 
Application Declaration). 
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b) a plurality of reinforcing section bars transversely extending across the 
central body between said opposite faces and embedded in the expanded plastics 
between said opposite lateral sides so as to leave said opposite lateral sides 
uncovered; the reinforcing section bars being provided with a substantially Z- 
shaped and arranged in mirror image relationship about a longitudinal plane of 
symmetry of the construction element and comprising a central portion and a pair 
of respectively lower and upper fms extending perpendicularly in opposite 
directions from the ends of the central portion; at least one of said lower and 
upper fms lying flush with and substantially parallel to at least one of said 
opposite faces of the construction element, and 



Unlike claim 66, both Harrington and Betz disclose construction elements which require 
the presence of: 

a) fixed frame members (30) disposed at the periphery of face members (12, 14) 
to provide support for the panel (10) and to enclose a cavity de-fined between face 
members (12, 14) by closing the edges (32) of the panel (see Harrington col. 3, lines 1-5 
and col. 4, lines 45-53); and respectively of 

b) outer vertically arranged profiled members (1,2) which constitute the edges of 
the narrow sides of the foamed plastic plate (6) (see Betz col. 2, lines 35-39 and claim 5); 

which frame members (30) and profiled members (1, 2) are said to be essential for 
creating a cavity to be filled by the expanded plastics material (see Harrington at col. 3, 
lines 4-5 and 54-63 and Betz at col. 2, lines 32-35 and 43-50). 

Thus, it ensues that any modification of Harrington and Betz in order to meet the claimed 
limitation according to which the construction element of expanded plastics comprises a central 
body provided with uncovered opposite lateral sides exposing the expanded plastics would 
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render both the construction elements of Harrington and Betz inoperable for their intended 

purposes. 

In addition, neither Harrington nor Betz disclose Z-shaped reinforcing section bars that 
are arranged in mirror image relationship about a longitudinal plane of symmetry of the 
construction element. 

For at least these reasons. Applicant requests that the Examiner withdraw the prior art 
rejection of claim 66 and its dependent claims 67-74. 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 

/ Carl J. Pellegrini cjp / 
SUGHRUE MION, PLLC Carl J. Pellegrini 

Telephone: (202)293-7060 Registration No. 40,766 

Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 

Date: August 24, 20009 
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